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DETAILED ACTION 
Withdrawal of Finality 

1 . Pursuant to the new grounds of rejection below, the Examiner has withdrawn finality 
from the previous office action. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-2, 6-8, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lowman (GB 2,259,291 A) in view of Romagnoli (#4,060,168) and Volkman (#5,238,720). 

Lowman teaches a plastic container (Fig. 1, #10) with a tack label comprising a label 
base material (p.4, lines 7-9), a printing layer formed on a first surface of the base material (p.2, 
lines 10-12), and an adhesive layer formed on a second surface which opposes the first surface of 
the label base material (p.l , line 24 to p.2, line 2), wherein the adhesive layer comprises a hot 
water-soluble adhesive which is difficult to dissolve in water at normal temperature and easy to 
dissolve in hot water (see Abstract; p.2, lines 20-26; p.3, lines 12-15). The tack label is easy to 
peel from the container under an environment with hot water while difficult to peel from a 
container body under an environment with normal temperature water (see Abstract). The 
adhesive layer comprises an acrylic water-soluble adhesive (p.2, lines 23-26) and the base label 
material comprises a material (paper) whose specific gravity is less than one (p.2, lines 17-19; 
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see Also On the Distribution of Mass, Thickness, and Density in Paper, Fig. 2, page 4, for 
verification of the density of paper (0.4-0.85 g/cm 3 )). Although Lowman does not explicitly 
state that the tack label is peeled from a container body within 30 minutes when the container 
body is submersed in 75 degrees Celsius hot water and that the tack label is not easily peeled 
from the container body in a lapse of 30 minutes after the container body is immersed in 40 
degrees Celsius water, the aforementioned limitation is inherently met since Lowman discloses 
the same adhesive material composition as the claimed invention, therefore rendering the 
material properties inherently consistent. 

Lowman fails to teach the use of a masking layer that is situated in the central region of 
the adhesive layer thereby forming a ring of adhesive about the masking layer wherein a masking 
layer may also be placed on a portion of the edge of the adhesive layer. 

Romagnoli, however, teach a label construction that is applied to bottles wherein a 
masking layer ("cut portion") is formed in the central region of the adhesive layer thereby 
forming a ring of adhesive about the masking layer and where a second masking layer (and 
optionally third (i.e., the tab portion)) is formed in only a part of the edge portion of the adhesive 
layer (see Fig. 7, #s 22, 23, and 34; Col. 3, lines 20-3 1). Although Figure 7 depicts a second 
masking layer that extends beyond the periphery of the adhesive layer, Romagnoli state that in 
reference to Figure 7, "cut portion 22 may include a projection section 32 which extends beyond 
the edge of the label 16 (Col. 3, lines 24-26)." The phrase "may include" is inclusive of 
embodiments that do and do not comprise a projection section. Therefore, Romagnoli teach a 
masking layer formed at only a part of an edge of the adhesive. In further support of the 
aforementioned contention, it is notoriously well known in the art to form a masking layer at 
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only a part of an edge of the adhesive as evidenced by Volkman (Col. 4, lines 57-66). 
Romagnoli does not explicitly state that the masking layer portions comprise between 5 and 90% 
of the adhesive surface area, although Romagnoli does teach that the masking portions may be 
any desired shape (Col. 3, lines 3-5). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time Applicant's invention was made to have modified the percent surface 
area coverage of the masking layers based on the desired shape of the end product. Furthermore, 
it would have been obvious to one of ordinary skill in the art at the time Applicant's invention 
was made to have modified the percent surface area coverage of the masking layer by changing 
the shape of the masking components, since such a modification would have involved a mere 
change in the size of a component. A change in size is generally recognized as being within the 
level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). Also note that 
discovering an optimum value of a result effective variable involves only routine skill in the art. 
In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). Romagnoli teaches the use of the 
masking layer portions for the purpose of providing portions that may be used as promotional 
items or as a surface to print directions on that can be viewed through a transparent bottle while 
also providing masking layer portions along the peripheral edge of the adhesive layer to facilitate 
removal of the label from the bottle (Col. 1, lines 42-50; Col. 3, lines 26-31 and 40-45). It would 
have been obvious through routine experimentation to one of ordinary skill in the art at the time 
Applicant's invention was made to have modified an adhesive label for a bottle by using 
masking layer portions for the purpose of providing portions that may be used as promotional 
items or as a surface to print directions on that can be viewed through a transparent bottle while 
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also providing masking layer portions along the peripheral edge of the adhesive layer to facilitate 
removal of the label from the bottle as taught by Romagnoli. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
Applicants invention was made to have modified Lowman to include masking layer portions in 
the central area of the adhesive and along only a part of the peripheral edge of the adhesive as 
taught by Romagnoli in order to provide portions that may be used as promotional items or as a 
surface to print directions on that can be viewed through a transparent bottle while also providing 
masking layer portions along the peripheral edge of the adhesive layer to facilitate removal of the 
label from the bottle. 

4. Claims 1-2, 6, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dudzik et al. (#4,444,839) in view of Romagnoli (#4,060,168) and Volkman (#5,238,720). 

Dudzik et al. teach a plastic container (Col. 1 , lines 19-22) with a tack label comprising a 
label base material (Fig. 1, #1), a printing layer formed on a first surface of the base material 
(Fig. 1, #4), and an acrylic adhesive layer (Col. 2, lines 9-18) formed on a second surface which 
opposes the first surface of the label base material (Fig. 1, #2), wherein the adhesive layer 
comprises a hot water-soluble adhesive which is difficult to dissolve in water at normal 
temperature and easy to dissolve in hot water (see Abstract). The tack label is easy to peel from 
the container under an environment with hot water while difficult to peel from a container body 
under an environment with normal temperature water (see Abstract; Col. 1, lines 36-39). Dudzik 
et al. further teach that the label is not detached from the container by the action of condensation 
water, sprayed water, or rainwater or aqueous liquids below a temperature of 30°C, but can be 
detached and dissolved, without problems (i.e., easily peeled), using water which has a 
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temperature of about 50°C (Col. 3, lines 3-10). Dudzik et al. further teach the removal step 
occurs at 70°C (Col. 3, lines 44-52). Dudzik et al. ultimately define hot water as water at 
temperatures above 50°C and cold water as water at temperatures below 30°C (Col. 5, lines 12- 
14; Col. 1, lines 52-55). 

Although Dudzik et al. teach the use of a masking layer (Fig. 1, #3), Dudzik et al fail to 
teach the masking layer being cut such that a portion of the masking layer remains on the central 
or outside portions of the adhesive layer when applying the label to the bottle. 

Romagnoli, however, teach a label construction that is applied to bottles wherein a 
masking layer ("cut portion") is formed in the central region of the adhesive layer thereby 
forming a ring of adhesive about the masking layer and where a second masking layer (and 
optionally third (i.e., the tab portion)) is formed in the edge portion of the adhesive layer (see 
Fig. 7, #s 22, 23, and 34; Col. 3, lines 20-31). Although Figure 7 depicts a second masking layer 
that extends beyond the periphery of the adhesive layer, Romagnoli state that in reference to 
Figure 7, "cut portion 22 may include a projection section 32 which extends beyond the edge of 
the label 16 (Col. 3, lines 24-26)." The phrase "may include" is inclusive of embodiments that 
do and do not comprise a projection section. Therefore, Romagnoli teach a masking layer 
formed at only a part of an edge of the adhesive. In further support of the aforementioned 
contention, it is notoriously well known in the art to form a masking layer at only a part of an • 
edge of the adhesive as evidenced by Volkman (Col. 4, lines 57-66). Romagnoli does not 
explicitly state that the masking layer portions comprise between 5 and 90% of the adhesive 
surface area, although Romagnoli does teach that the masking portions may be any desired shape 
(Col. 3, lines 3-5). Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time Applicant's invention was made to have modified the percent surface area coverage of the 
masking layers based on the desired shape of the end product. Furthermore, it would have been 
obvious to one of ordinary skill in the art at the time Applicant's invention was made to have 
modified the percent surface area coverage of the masking layer by changing the shape of the 
masking components, since such a modification would have involved a mere change in the size 
of a component. A change in size is generally recognized as being within the level of ordinary 
skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). Also note that discovering an 
optimum value of a result effective variable involves only routine skill in the art. In re Boesch, 
617 F.2d 272, 205 USPQ 215 (CCPA 1980). Romagnoli teaches the use of the masking layer 
portions for the purpose of providing portions that may be used as promotional items or as a 
surface to print directions on that can be viewed through a transparent bottle while also providing 
masking layer portions along the peripheral edge of the adhesive layer to facilitate removal of the 
label from the bottle (Col. 1, lines 42-50; Col. 3, lines 26-31 and 40-45). It would have been 
obvious through routine experimentation to one of ordinary skill in the art at the time Applicant's 
invention was made to have modified an adhesive label for a bottle by using masking layer 
portions for the purpose of providing portions that may be used as promotional items or as a 
surface to print directions on that can be viewed through a transparent bottle while also providing 
masking layer portions along the peripheral edge of the adhesive layer to facilitate removal of the 
label from the bottle as taught by Romagnoli. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
Applicants invention was made to have modified Dudzik et al. to include cut masking layer 
portions in the central area of the adhesive and along the peripheral edge of the adhesive as 
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taught by Romagnoli in order to provide portions that may be used as promotional items or as a 
surface to print directions on that can be viewed through a transparent bottle while also providing 
masking layer portions along the peripheral edge of the adhesive layer to facilitate removal of the 
label from the bottle. 

5. Claims 7 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dudzik 
et al. (#4,444,839) in view of Romagnoli (#4,060,168) and Volkman (#5,238,720), and further in 
view of Freedman et al. (#6,165,576). 

Dudzik et al., Romagnoli, and Volkman teach a tack label as detailed above. The 
aforementioned prior art fails to teach a label base material with a specific gravity of less than 
one. 

Freedman et al., however, teach a peelable label that is used in combination with a 
recyclable bottle (see Abstract). Freedman et al. teach that the label base material has a material 
with a specific gravity of below 1 for the purpose of providing a label base material with a label 
base material sufficiently different than the specific gravity of the bottle material such that the 
two materials can be successfully separated from one another in a recycling operation (Col. 8, 
lines 30-40). It would have been obvious through routine experimentation to one of ordinary 
skill in the art at the time Applicant's invention was made to have selected label materials based 
on the specific gravity value of that material for the purpose of providing a label base material 
with a label base material sufficiently different than the specific gravity of the bottle material 
such that the two materials can be successfully separated from one another in a recycling 
operation as taught by Freedman et al. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to have modified the aforementioned prior art to include a label 
base material with a specific gravity of less than one as taught by Freedman et al. in order to 
provide a label base material with a label base material sufficiently different than the specific 
gravity of the bottle material such that the two materials can be successfully separated from one 
another in a recycling operation. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-2, 6-8, and 12 have been considered but 
are moot in view of the new ground(s) of rejection. 

The primary contentions set forth by the Applicant in the after final remarks as well as 
the interview were focused on Romagnoli ('168) not teaching the use of a masking layer only at 
a part of an edge of the adhesive. The Examiner agrees that Fig. 7 depicts an adhesive label with 
a masking portion "32" extending beyond the periphery of the adhesive sheet. The new grounds 
of rejection, however, are tailored towards Romagnoli's disclosure that "cut portion 22 may 
include a projection section 32." The phrase "may include" is inclusive of embodiments 
exhibiting a projection section and embodiments without a projection section. Therefore, the 
embodiment without a projection section comprises a masking layer only at a part of an edge of 
the adhesive. Therefore, the Examiner maintains that it would have been obvious to one of 
ordinary skill in the art at the time Applicant's invention was made to have arrived at the 
Applicant's claimed invention in view of the prior art of record as well as newly cited patent 
#5,238,720 to Volkman. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Brian P. Egan whose telephone number is 703-305-3144. The 
examiner can normally be reached on M-F, 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 703-308-425 1 . The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 





